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DETAILED ACTION 



1. 



Claims 1-24 [1-5 and 7-25] are pending. 



Claim Objections 



2. The numbering of claims is not in accordance with 37 CFR 1 .1 26 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

In order to account for missing claim 6, misnumbered claims 7-25 been 
renumbered 6-24. 



3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 19 [20] and 21 [22] recite the limitation "the upgrade object". There is 
insufficient antecedent basis for this limitation in the claim. The examiner is interpreting 
"the upgrade object" as -the installation object-. 



Claim Rejections - 35 USC §112 



Claim Rejections - 35 USC § 101 



5. 



35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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6. Claim 16 [17] is directed to non-statutory subject matter. Claim 16 [17] recites a 
signal bearing media, embodied on a computer program product, incorporating the 
same limitations as recited in claim 1 . However, applicant states that "examples of 
suitable signal bearing media include ... CD-ROM, DVD, and transmission type media, 
such as digital and analog communications links", on p. 12:20-13:1. Transmission type 
media are merely electrical, electromagnetic or optical signals, which are transient in 
nature and thus are neither concrete, tangible nor are they a permanent medium upon 
which to embody the claimed invention. Since the claims must be given their broadest 
reasonable interpretation, the invention as claimed reads on both statutory and non- 
statutory subject matter. Claims that are broad enough to read on both statutory and 
non-statutory subject matter are considered non-statutory. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-5 and 6-24 [7-25] are rejected under 35 U.S.C. 102(b) as being 
anticipated by London Shrader et al., (Shrader), U.S. Patent No. 5,870,61 1 . 
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As per claim 1, Shrader discloses a method of upgrading a computer program 
on a computer system, the computer system including an instruction processing 
program, (col. 1:18-21, " This invention relates generally to electronic distribution of 
software in computer networks. More particularly, the invention relates to defining and 
constructing a proposed plan object for installing the software on the network"), the 
method comprising: 

- receiving an upgrade object associated with the computer program (col. 
1:20-21, " the invention relates to defining and constructing a proposed plan object (i.e. 
upgrade object) for installing the software on the network""), 

- the upgrade object including an instruction set adapted for use by the 
instruction processing program (col. 4:17-18, " The RAM 24 is the main memory into 
which the operating system (i.e. instruction processing program) and application 
programs (i.e. upgrade object) are loaded", and col. 4:36-37, "One of the preferred 
implementations of the invention (i.e. the upgrade object) is as sets of instructions 
resident on the random access memory"), 

- and executing the instruction set with the instruction processing program 
(col. 4:17-18, " The RAM 24 is the main memory into which the operating system (i.e. 
instruction processing program) and application programs (i.e. instruction sets) are 
loaded", and col. 4:36-37, "One of the preferred implementation s of the invention is as 
sets of instructions resident on the random access memory"). 
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As per claim 2, the rejection of claim 1 is incorporated and further, Shrader 
discloses instructing the instruction processing program to execute the 
instruction set (col. 4:17-18, " The RAM 24 is the main memory into which the 
operating system (i.e. instruction processing program) and application programs (i.e. 
instruction sets) are loaded", and col. 4:36-37, "One of the preferred implementation s of 
the invention is as sets of instructions resident on the random access memory"). 

As per claim 3, the rejection of claim 1 is incorporated and further, Shrader 
discloses that the upgrade object is associated with one or more prerequisites; 
and further comprising determining if the one or more prerequisites have been 

met (col. 5:60-62, "An important aspect of the invention is that the install plan object (i.e. 
upgrade object) and its subcomponents are implemented in an object oriented system", 
and col. 5:34-39, "An LCU command file (i.e. an upgrade object attribute) identifies ... 
the order in which the products should be installed or configured (i.e. prerequisites)"). 

As per claim 4, the rejection of claim 1 is incorporated and further, Shrader 
discloses reporting that the instruction set has been executed (col. 6:60-62, "The 
network information tool 66 is used to determine (and report) the status of a committed 
plan object (i.e. installation/upgrade instruction sets)"). 

As per claim 5, the rejection of claim 1 is incorporated and further, Shrader 
discloses that the upgrade object is suitable for transmission by electronic mail 
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(col. 5:22-25, "one or more machines in the network as a code server from which other 
workstations in the network receive the computer software"). 

As per claim 6 [7], the rejection of claim 1 is incorporated and further, Shrader 
discloses that the instruction set comprises binary instructions (col. 9:20, " Install 
Scripts (i.e. binary instructions)"). 

As per claim 7 [8], the rejection of claim 1 is incorporated and further, Shrader 
discloses that the instruction set comprises a script (col. 9:20, " Install Scripts"). 

As per claim 8 [9], the rejection of claim 7 [8] is incorporated and further, Shrader 
discloses that the instruction processing program is adapted to compile and 
execute the script (col. 9:20, " Install Scripts (are executed)"). 

As per claim 9 [10], the rejection of claim 1 is incorporated and further, Shrader 
discloses that the upgrade object requires the instruction processing program to 
be executed by the computer system (col. 9:57-10:5, "The code server container 
object (i.e. instruction processing program) may contain one or more code server 
objects 350. FIG. 6 depicts the code server container object 62 with a code server 
object 350 and an application image object 400. The code server object represents a 
physical file server machine which store the application images and which is to be 
accessed by client workstations during an installation, configuration, reinstall or removal 
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of application software. The code server also contains directories to the various 
command and response files needed to perform the remote installation. The Code 
Server object 350 encapsulates the data and methods needed to discover where 
installable code images are located and to build network file system attach commands 
for those code images (i.e. upgrade object). It can also be used to store generated 
response files and output log files. It is a container for application images"). 

As per claim 10 [1 1], the rejection of claim 1 is incorporated and further, Shrader 
discloses that the upgrade object is not independently executable (col. 9:57-10:5, 
"The code server container object (i.e. instruction processing program) may contain one 
or more code server objects ... The Code Server object 350 encapsulates (i.e. is 
needed to execute) the data and methods needed to discover where installable code 
images are located and to build network file system attach commands for those code 
images (i.e. upgrade object). It can also be used to store generated response files and 
output log files. It is a container for application images"). 

As per claims 11-14 [12-15], this is another method version of the claimed 
method discussed above, in claims 2, 4, 8 [9] and 10 [11], wherein all claimed 
limitations have also been addressed and/or cited as set forth above. For example, see 
Shrader's install plan object for network installation of application programs (col. 1:18- 
9:65). 
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As per claim 15 [16], this is another method version of the claimed method 
discussed above, in claims 3, 4 and 8 [9], wherein all claimed limitations have also been 
addressed and/or cited as set forth above. For example, see Shrader's install plan 
object for network installation of application programs (col. 1:18-9:65). 

As per claim 16 [17], this is a product version of the claimed method discussed 
above, in claim 1 , wherein all claimed limitations have also been addressed and/or cited 
as set forth above. For example, see Shrader's install plan object for network 
installation of application programs (col. 1:18-9:65). 

As per claims 17-21 [18-22], this is another method version of the claimed 
method discussed above, in claims 3-5, wherein all claimed limitations have also been 
addressed and/or cited as set forth above. For example, see Shrader's install plan 
object for network installation of application programs (col. 1:18-9:65). 

As per claims 22-24 [23-25], this is another method version of the claimed 
method discussed above, in claims 4, 5 and 1 1 , wherein all claimed limitations have 
also been addressed and/or cited as set forth above. For example, see Shrader's install 
plan object for network installation of application programs (col. 1 :1 8-9:65). 



Conclusion 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andre R. Fowlkes whose telephone number is (571 ) 
272-3697. The examiner can normally be reached on Monday - Friday, 8:00am- 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tuan Q. Dam can be reached on (571 )272-3695. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the TC 2100 Group receptionist: 571-272-2100. 
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